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DETAILED ACTION 

The finality of the office action dated 8/30/05 is hereby withdrawn. The amendment 
filed 9/30/05 has been entered. 

35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 23, 25 and 27 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. The data structure must be claimed with a 
computer readable medium. See MPEP2106. The subject matter is non statutory 
because without the data structure being on a computer readable medium the PDA 
address book and GPS capabilities cannot communicate in the computer environment 
to realize their function. 
\ 

Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3dat 1361, 31 USPQ2d at 1760 
(claim to a data structure per se held nonstatutory). Such claimed data structures do not 
define any structural and functional inteirektionships between the data structure and other 
claimed aspects of the invention which permit the data structure's functionality to be 
realized. In contrast, a claimed computer-readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-22 and 28-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yokoyama '908. 

The patent to Yokoyama discloses an electronic diary IO(PDA) that has addresses. 
As shown in figure 10 the device finds an address in step 108 and gets the present 
position in step 103 from the present position detecting unit 53 which is a GPS unit. In 
regard to claim 14 as shown in Figure 8 steps 26-30 the navigational apparatus 
combines the address from the PDA with the GPS coordinates to access an electronic 
map and display route data (see Column 5, lines 30-50 and column 7, lines 25-55). The 
display screen 12 has touch pen 18 that can be placed on a cursor. Column 8, lines 25- 
40, disclose voice guidance and a cursor indicating position and direction of travel. 
Column 8, lines 60-65 discloses creating waypoints from the address and GPS 
information. The patent to Yokoyama lacks that the GPS capabilities are within the PDA 
device. This combination of devices is considered obvious in light of the ability of 
technology to shrink electronics and provide more in a small space and cut down on 
communication costs. The examiner feels that there is motivation for combining the 
devices and providing GPS capabilities in one device in light of technology. He also 
feels that since old technology requires 2 devices because of space limitations that this 
does not teach away from advancement.The claims have still failed to define that the 
address book information can be obtained from another device and stored in the PDA. 
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Claim 39 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the . 
examiner should be directed to Richard M. Camby whose telephone number is (571 ) 

272- 6958. The examiner can normally be reached on Tues-Fri 9:00 a.m.-7:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas G. Black can be reached on (571) 272-6956. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

*** 




